United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313*1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/688,060 



10/16/2003 



7278 7590 12/08/2005 

DARBY & DARBY P.C. 

P. O. BOX 5257 

NEW YORK, NY 10150-5257 



Reiner Saucrwein 



07875/0200146-US0 



8155 



EXAMINER 



SZEKELY, PETER A 



ART UNIT 



PAPER NUMBER 



1714 

DATE MAILED: 12/08/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



U/i/tt? At U If (iff OLffr Iff lafy 


Application No. 

10/688,060 


Appiicant(s) 

SAUERWEINETAL 


Examiner 

Peter Szekely 


Art Unit 

1714 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 16 October 2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) EI Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5® Claim(s) 4 is/are allowed. 

6) K Claim(s) 1-3 and 5-10 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Kl The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 05 April 2004 is/are: a)Q accepted or b)K objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)|El None of: 

1 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Specification 

1 . The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: A Reynolds factor, especially a Reynolds factor greater than 
3000, or a hot air stream at a throughput of 3000-7000 Bm 3 /h cannot be found in the 
specification (claim 5). Neither is there present in the specification a hot air stream in 
excess of 5000 Bm 3 /h or a circumferential speed of a motor greater than 70 m/sec 
(claim 7). Also missing are the speed of the rotor which is greater than 60m/sec (claim 
6), the BET surface increase of at least 20% (claim 8) and the MFI increase of at least 
20% (claim 10). 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 5 and 7 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The meaning of the Reynolds factor and the meaning, of the abbreviation 
Bm 3 /h are not explained in the specification. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

5. Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

6. The term "largely retained" in claim 9 is a relative term, which renders the claim 
indefinite. The term "largely retained" is not defined by the claim, the specification does 
not provide a standard for ascertaining the requisite degree, and one of ordinary skill in 
the art would not be reasonably apprised of the scope of the invention. It is not known 
what the numerical value of "largely" is. Furthermore, it is not known the BET surface 
area increase of the claimed aluminum hydroxide is compared to what kind of aluminum 
hydroxide. 

7. Claims 5-7, 9 and 10 recite limitations with numerical values (see paragraph #1) 
in the rejected claims. There is insufficient antecedent basis for these limitations in the 
claims. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claim 1-3 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bongartz et al. 5,127,950 or Ricoh KK JP-63-139364. 
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10. Bongartz et al. disclose aluminum hydroxide having a BET specific surface 
between 3 and 9 m 2 /g, preferably 4 and 6 m 2 /g and an average grain diameter of 0.5- 
1.1 microns. Plastics are shown in claim 18. Ricoh KK teaches aluminum hydroxide 
particles having a BET specific surface area of less than 20m 2 /g I an average grain size 
of 0.1-5 microns and vinyl polymers in the Abstract. The examiner agrees with the 
State Intellectual Property Office of the People's Republic of China that the presence of 
boehmite, the oil absorption and the water absorption are inherent in the composition. 
The MFI is also inherent in the composition. The residual moisture is conventional. 
Applicants' claims are not novel. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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13. Claims 1-3, 8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bongartz et al. 5,127,950 or Ricoh KK JP-63-1 39364, in view of CN 87 1 07410 or 
Bowthorpe-Hellermann Limited GB 2 231 333. 

14. The primary references have been described already. The examiner, who does 
not speak, read or understand Chinese accepts the conclusions of the State Intellectual 
Property Office of the People's Republic of China. Bowthorpe-Hellermann Ltd. recites 
polymers, aluminum hydroxide and protecting cables in the Abstract, particle size and 
specific surface area on page 3, first and second paragraph and extrusion on page 3, 
fourth paragraph. It would have been obvious to one having ordinary skill in the art; at 
ht time the invention was made, to select the polymers of the secondary references and 
their method of coating cables, since this has been the customary method of coating 
and these are the customary materials used. 

Allowable Subject Matter 

15. Claim 4 is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter Szekely whose telephone number is (571) 272- 
1 124. The examiner can normally be reached on 7:00 a.m.-5:30 p.m. Tuesday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571 ) 272-1 1 1 9. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). j 
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Primary Examiner 
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